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QUESTION PRESENTED 

A patent claim is invalid “if the differences 

between the claimed invention and the prior art are 

such that the claimed invention as a whole would 

have been obvious” to one of skill in the art.  35 

U.S.C. § 103.  This Court has held that the ultimate 

determination of obviousness is a question of law, 

based on underlying inquiries of fact.  KSR Int’l Co. 

v. Teleflex Inc., 550 U.S. 398, 427 (2007).  Because 

obviousness is a mixed question of law and fact, the 

Federal Circuit reviews factual findings for 

substantial evidence (or clear error) and the legal 

conclusion of obviousness de novo.  See, e.g., Pet. App. 

8a–9a; MobileMedia Ideas LLC v. Apple Inc., 780 

F.3d 1159, 1167 (Fed. Cir. 2015); Boston Sci. Scimed, 

Inc. v. Cordis Corp., 554 F.3d 982, 990 (Fed. Cir. 

2009); Procter & Gamble Co. v. Teva Pharm. USA, 

Inc., 566 F.3d 989, 993 (Fed. Cir. 2009); PharmaStem 

Therapeutics Inc. v. ViaCell, Inc., 491 F.3d 1342, 

1360 (Fed. Cir. 2007). 

The question presented is whether the court of 

appeals should review factual findings for substantial 

evidence (or clear error) and the legal conclusion of 

obviousness de novo. 
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RULE 29.6 STATEMENT 

AOL Inc. is a wholly owned subsidiary of Verizon 

Communications Inc.  Verizon Communications Inc. 

is a publicly held company (NYSE: VZ).  No publicly 

held corporation owns 10% or more of the stock of 

Verizon Communications Inc. 

Gannett Company, Inc. is a publicly traded 

company (NYSE: GCI).  No publicly held company 

owns 10 percent or more of Gannett Company Inc.’s 

stock. 

Google Inc. is a publicly traded company 

(NASDAQ: GOOG and GOOGL).  No publicly held 

company owns 10 percent or more of Google Inc.’s 

stock. 

IAC Search & Media, Inc. is a subsidiary of 

IAC/InterActiveCorp, a publicly traded company 

(NASDAQGS: IACI), owns all of the stock of IAC 

Search & Media, Inc. 

Target Corporation is a publicly traded company 

(NYSE: TGT).  No publicly held company owns 10 

percent or more of Target Corporation’s stock. 
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INTRODUCTION 

The petition presents a single question:  whether 

the court of appeals applies the wrong standard of 

appellate review to obviousness determinations.  But 

there is not and never has been a dispute over that 

standard.  “The ultimate judgment of obviousness is 

a legal determination.”  KSR Int’l Co. v. Teleflex Inc., 

550 U.S. 398, 427 (2007).  Underlying that legal 

determination are “several basic factual inquiries.”  

Graham v. John Deere Co. of Kan. City, 383 U.S. 1, 

17 (1966).  Because obviousness is a mixed question 

of law and fact, petitioner, respondents, and the court 

of appeals all agree that the legal determination 

must be reviewed de novo and the underlying factual 

findings for substantial evidence (or clear error).  

Petitioner does not and cannot point to a single 

Federal Circuit decision that articulates a different 

standard of review.   

Petitioner nonetheless tries to manufacture an 

intra-circuit conflict out of whole cloth.  It alleges 

that the court of appeals sometimes finds its “own 

facts based on de novo review of the evidence.”  Pet. 

19.  In fact, the cases cited by petitioner expressly 

review any fact findings deferentially.  Petitioner 

further contends—without citation—that the court of 

appeals “explicitly rejected the applicability of the 

‘substantial evidence’ standard” in this case.  Pet. 3.  

The court said no such thing.  Instead, it 

acknowledged that several factual inquiries underlie 

the ultimate, legal determination of obviousness; it 

cited multiple cases holding that those findings 

receive deferential review; and it explained why its 
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determination of obviousness is consistent with the 

applicable standards of review. 

The Court has recently denied at least three 

petitions raising similar challenges.  See Soverain 

Software LLC v. Newegg Inc., 134 S. Ct. 910 (mem.) 

(Jan. 13, 2014); Hoffman La Roche Inc. v. Apotex Inc., 

135 S. Ct. 878 (mem.) (Dec. 15, 2015); Allergan, Inc. 

v. Apotex, Inc., 135 S. Ct. 956 (mem.) (Jan. 12, 2015).  

There is no reason for a different result in this case. 

Indeed, even if there were an intra-circuit 

conflict that warranted review in an appropriate 

case, this case would provide an extraordinarily poor 

vehicle for considering it.  The jury made specific 

findings of fact in a special verdict form.  As the court 

of appeals explained, some of those findings favor a 

determination of obviousness.  Others are internally 

inconsistent.  And most importantly, the jury decided 

only whether there were “differences between the 

asserted claims and the prior art.”  Pet. App. 18a.  

“[I]t never determined whether it would have been 

obvious to one skilled in the art to bridge any 

differences between the prior art and the claimed 

invention.”  Id.   

That is the ultimate legal question.  And the 

court of appeals held that the asserted patent claims 

were obvious “in light of” the jury’s factual findings, 

not in spite of them, because the minor differences 

were obvious as a matter of law.  Pet. App. 18a–19a 

(quoting Boston Sci. Scimed, Inc. v. Cordis Corp., 554 

F.3d 982, 990 (Fed. Cir. 2009)).  Moreover, the court 

based that conclusion on multiple independent 

grounds, any one of which would be sufficient to 
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justify its holding.  The standard of appellate review 

has nothing to do with the outcome of this case. 

STATEMENT OF THE CASE 

A. The Non-Obviousness Requirement 

A patent is invalid if “the differences between the 

claimed invention and the prior art are such that the 

claimed invention as a whole would have been 

obvious . . . to a person having ordinary skill in the 

art to which the claimed invention pertains.”  35 

U.S.C. § 103. 

“[S]everal basic factual inquiries” are relevant to 

the determination of obviousness, including “the 

scope and content of the prior art,” “differences 

between the prior art and the claims,” and “the level 

of ordinary skill in the pertinent art.”  Graham, 383 

U.S. at 17.  “Against this background, the 

obviousness or nonobviousness of the subject matter 

is determined.”  Id.  In addition, “[s]uch secondary 

considerations as commercial success, long felt but 

unsolved needs, failure of others, etc., might be 

utilized to give light to the circumstances 

surrounding the origin of the subject matter sought 

to be patented.”  Id. at 17–18. 

“The ultimate judgment of obviousness is a legal 

determination.”  KSR, 550 U.S. at 427.  “Where . . . 

the content of the prior art, the scope of the patent 

claim, and the level of ordinary skill in the art are 

not in material dispute, and the obviousness of the 

claim is apparent in light of these factors,” judgment 

as a matter of law is appropriate.  Id. 
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B. The Asserted Patents  

Petitioner I/P Engine provides no products or 

services.  C.A. App. 2053.  Its sole business is to 

acquire and enforce intellectual property.  Id. at 

2051.  Petitioner’s holdings include the two patents 

asserted here:  U.S. Patent Nos. 6,314,420 (“ ’420 

patent”) and 6,775,664 (“ ’664 patent”).  See id. at 

195, 221.  

The asserted patents, which share a common 

specification, describe a system and method for 

filtering Internet search results.  See C.A. App. 206.  

Internet users may receive a large number of results 

after entering a query into a search engine.  See id. 

(1:35–36).  Filtering is a mechanism for narrowing 

the results.  See id. at 207 (4:21–23). 

At the time of the invention, skilled artisans 

employed multiple well-known methods of filtering.  

One method, called “content-based” filtering, is “a 

technique for determining relevance by extracting 

features such as text from” a potential search 

result—that is, by looking at the content of a web 

page or file.  Pet. App. 2a; C.A. App. 207 (4:23–26).  

Another is “collaborative filtering.”  In this 

technique, the search engine takes into account items 

that “users with similar interests or needs found to 

be relevant.”  C.A. App. 207 (3:56–63; 4:26–29). 

The patented system combines these well-known 

filters.  C.A. App. 206 (1:53–56); see also Pet. App. 3a.  

Claim 10 of the ’420 patent is representative.  C.A. 

App. 219.  It recites a “search engine system” with 

three elements:  “a system for scanning a network” to 

identify search results; “a content-based filter 
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system”; and “a feedback system for receiving 

collaborative feedback data” (i.e., a collaborative 

filter).  Id.  The system then combines the feedback 

data and content data in filtering “for relevance to 

the [search] query.”  Id.  Other claims cover a method 

of using this system.  Id. at 220. 

C. The District Court Proceedings 

Shortly after being formed in 2011, petitioner 

filed this suit.  Although the asserted patents claim a 

search engine, petitioner alleged infringement by 

systems used to display advertisements on web pages 

displaying search results:  Google’s AdWords and 

AdSense for Search.  See C.A. App. 2944–45.  

Petitioner accused the other four respondents (AOL, 

IAC, Target, and Gannett) of infringement based on 

their use of AdSense for Search.  See id. at 2888–89. 

1.  The patents acknowledge, and petitioner does 

not dispute, that search engines, collaborative 

filtering, and content-based filtering were all well 

known in the art.  C.A. App. 206.  Respondents 

argued at trial that this combination of known 

elements presented a classic case of obviousness.  See 

id. at 4261; see also KSR, 550 U.S. at 420. 

Respondents presented several prior art systems 

that had combined content-based and collaborative 

filters.  For example, a prior art patent (“Rose”) 

obtained by Apple Computer engineers “combin[ed] 

data pertaining to the content of each item of 

information with other data regarding correlations of 

interests between users.”  C.A. App. 5414 (Abstract).  

An academic paper from the Massachusetts Institute 

of Technology had likewise described collaborative 



6 

 

and content-based filtering as “complementary 

techniques,” such that combining them would result 

in “a powerful information filtering technique.”  Id. at 

5427 (the “WebHound” reference).  Another prior art 

research paper (“Fab”) recognized that “combining 

both collaborative and content-based filtering 

systems” could “eliminate many of the weaknesses 

found in each approach.”  Id. at 5511. 

Petitioner conceded that the Rose, WebHound, 

and Fab references disclosed hybrid content-

collaborative filters.  Petitioner further conceded that 

Rose, WebHound, and Fab used the search query for 

some purposes, such as gathering search results.  See 

Cross-Appellant C.A. Br. 6–7.  Nevertheless, 

petitioner argued that, unlike the claimed invention, 

Rose, WebHound, and Fab did not use the search 

query to filter the search results.  C.A. App. 3732, 

3734–35.   

Respondents argued that this difference, if it 

existed, was negligible and could not confer 

patentability.  The patent specifications admitted 

that using the query to filter search results was both 

well known and conventional.  C.A. App. 206 (2:15–

18).  Respondents’ expert further testified that the 

query would be “sitting there” and could be used in 

the conventional way for filtering without difficulty.  

Id. at 3173.  And an additional prior art patent 

(“Culliss”) disclosed a search engine system that not 

only combines content and collaborative data but also 

expressly uses the search query.  Id. at 5518. 

2.  The district court submitted to the jury a 

special verdict form.  Pet. App. 45a–61a.  The jury 

was not asked to render a verdict as to “[t]he 
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ultimate legal conclusion on the obviousness 

question,” which would “be made by the court” after 

trial.  Pet. App. 54a.  Instead, the court instructed 

the jury to answer interrogatories for each patent 

regarding the “scope and content of the prior art,” 

“[the] difference[s] . . . between the claimed invention 

and the prior art,” and secondary considerations of 

obviousness or non-obviousness.  Pet. App. 54a, 55a; 

see also p. 2, supra. 

The jury’s interrogatory responses were “a 

‘mixed bag.’”  Pet. App. 18a.  The jury agreed with 

petitioner that the patents differed from some prior-

art references in specific ways stated on the verdict 

form.  See Pet. App. 45a–61a.  According to the jury, 

the Rose, WebHound, and Fab references “were 

profile systems that did not disclose a tightly 

integrated search system, and could not filter 

information relevant to the query.”  Pet. App. 55a.  

The jury indicated that Culliss did “not have a 

content-based filter” and “could not filter information 

relevant to a query[] or combine information from a 

feedback system with content profile data.”  Pet. App. 

58a.  Although the verdict form permitted the jury to 

find additional or alternative differences, it did not. 

The jury’s findings as to secondary 

considerations pointed in opposite directions.  For 

example, the jury agreed with respondents that 

others had “[i]ndependent[ly] invent[ed]” the claimed 

invention “before or at about the same time as the 

named inventor thought of it.”  Pet. App. 59a (as to 

’664 patent).  That factor supports a determination of 

obviousness.  The jury found other factors—such as 

copying of the invention—that could support non-
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obviousness, even though neither party had 

presented evidence as to those factors.  See Pet. App. 

56a, 59a.  Finally, the jury inconsistently found some 

factors—such as unsuccessful attempts and 

independent invention by others—for one of the 

patents but not the other.  Id. 

3.  Because the jury did not render a verdict as to 

the ultimate question of obviousness, and that is a 

legal determination in any event, the district court 

addressed the issue after trial.  Pet. App. 44a.  In a 

two-page order, the court repeated some of the jury’s 

underlying fact findings concerning differences 

between the prior art and the claimed invention, and 

concluded that respondents had not proven 

obviousness.  The court provided no reasoning for 

that conclusion.  It gave no indication of why it would 

not have been obvious to bridge those differences; 

cited no case law; and provided no legal analysis.  

Pet. App. 42a–44a. 

Respondents moved for a new trial and judgment 

as a matter of law.  The district court denied those 

motions, again without substantive analysis.  Pet. 

App. 7a; C.A. App. 61. 

D. Court of Appeals Proceedings 

The Federal Circuit reversed in an unpublished 

per curiam decision, with one judge dissenting.  After 

noting that obviousness is a question of law based on 

underlying facts, Pet. App. 8a–9a, the court held that 

“no reasonable jury could conclude” that the patents 

are non-obvious.  Pet. App. 9a. 

The court of appeals explained that the material 

facts are undisputed.  The claimed system “combines 
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content and collaborative data in filtering” 

information “for relevance to a user’s query.”  Pet. 

App. 3a.  “[T]he asserted patents themselves 

acknowledge” that “search engines, content-based 

filtering, and collaborative filtering were all well-

known in the art at the time of the claimed 

invention.”  Pet. App. 9a.  And petitioner “does not 

dispute that the prior art disclosed hybrid content-

based and collaborative filtering.”  Pet. App. 11a.  

The Rose, WebHound, and Fab references not only 

state “that content-based and collaborative filtering 

are complementary techniques that can be effectively 

combined” but also “teach the clear advantages” of 

doing so.  Pet. App. 9a, 10a. 

The court of appeals acknowledged petitioner’s 

argument that these prior art systems did not use 

the search query itself for filtering.  Pet. App. 12a–

13a.  Even assuming petitioner was correct, however, 

the court concluded the distinction was not a 

patentable one.  The patents admit that using the 

query was a conventional technique, the court 

explained, and petitioner “cannot now evade 

invalidity by arguing that integrating the query into 

the filtering process was a non-obvious departure 

from the prior art.”  Pet. App. 11a. 

The Federal Circuit supported that legal 

conclusion with two additional, independent grounds.  

It held that the Culliss patent “squarely discloses 

using combined content and collaborative data in 

analyzing items for relevance to a query.”  Pet. App. 

13a.  And it further concluded that one skilled in the 

art would have found it “entirely predictable and 

grounded in common sense” to use the query in 
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filtering search results “[b]ecause the query was 

readily available and closely correlated to the overall 

relevance of search results.”  Pet. App. 16a (quoting 

Ball Aerosol & Specialty Container, Inc. v. Limited 

Brands, Inc., 555 F.3d 984, 993 (Fed. Cir. 2009)).   

In a separate section, the court of appeals 

explained that the jury’s factual findings did not 

require a different conclusion.  See Pet. App. 17a–

19a.  The court observed that “the jury made 

underlying determinations as to the differences 

between the asserted claims and the prior art.”  Pet. 

App. 18a.  But the court noted, among other things, 

that the jury “never determined whether it would 

have been obvious to one skilled in the art to bridge” 

those differences.  Id. 

Judge Mayer concurred to explain his view that 

the asserted patents are also invalid under 35 U.S.C. 

§ 101 for claiming patent-ineligible subject matter.  

See Pet. App. 22a.  In Judge Mayer’s view, the 

patents “simply recite the use of a generic computer 

to implement a well-known and widely-practiced 

technique for organizing information.”  Id.  Claims of 

such “staggering” scope “fall outside Section 101 

because their broad and sweeping reach is vastly 

disproportionate to their minimal technological 

disclosure.”  Pet. App. 29a. 

Judge Chen dissented.  He acknowledged that 

“obviousness is a mixed question of law and fact” and 

the court of appeals “must examine the legal 

conclusion of obviousness de novo.”  Pet. App. 33a.  

Judge Chen also agreed that “the prior art suggested 

that content-based and collaborative filtering could 

be combined.”  Pet. App. 34a.  He nevertheless 
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concluded that it would not have been obvious to use 

“the query as part of a combined content-based and 

collaborative filter.”  Pet. App. 35a. 

The Federal Circuit denied en banc rehearing, 

with no dissent.  Pet. App. 63a. 

REASONS FOR DENYING THE PETITION 

The petition is a house of cards.  It rests on the 

premise that “[t]he Federal Circuit has neither 

articulated nor consistently applied a clear standard 

of review” for obviousness determinations.  Pet. 13–

14; see also id. at 3, 16.  In fact, the court of appeals 

reviews a jury’s factual findings “for substantial 

evidence” and the ultimate legal conclusion of 

obviousness “de novo.”  E.g., MobileMedia Ideas LLC 

v. Apple Inc., 780 F.3d 1159, 1167 (Fed. Cir. 2015).  

That standard is clear, and it is the one advocated by 

petitioner.  Although petitioner claims to have 

unearthed an intra-circuit conflict, it does not cite a 

single case articulating a conflicting standard of 

review. 

Moreover, the court of appeals’ unpublished 

decision in this case provides a poor vehicle for 

considering the question.  The court applied the very 

standard of appellate review that petitioner 

advocates.  It acknowledged the jury’s finding that 

the patented invention differed slightly from the 

prior art.  See Pet. App. 18a.  And it explained why, 

as a matter of law, the claimed invention was 

nonetheless obvious.  That is a careful application of 

the mixed standard of review, not a departure from 

it. 
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In any event, the material facts are undisputed 

and would lead to the same conclusion under any 

standard of appellate review.  The claimed invention 

simply combines two well-known filtering techniques 

in a predictable way—a classic case of obviousness.  

See KSR, 550 U.S. at 416–17; Sakraida v. Ag Pro, 

Inc., 425 U.S. 273, 282 (1976).  No standard of 

appellate review could change that conclusion.   

I. There Is No Conflict. 

1. The Federal Circuit uniformly treats 

obviousness as a mixed question of law and fact, 

requiring a mixed standard of review.  The court 

“review[s] any underlying findings of fact by the 

jury—whether explicit or implicit—for substantial 

evidence.”  MobileMedia Ideas, 780 F.3d at 1167; 

accord St. Jude Med., Inc. v. Access Closure, Inc., 729 

F.3d 1369, 1381 (Fed. Cir. 2013); Kinetic Concepts, 

Inc. v. Smith & Nephew, Inc., 688 F.3d 1342, 1360 

(Fed. Cir. 2012).  Following a bench trial, the court 

reviews factual findings for clear error.  Allergan, 

Inc. v. Apotex Inc., 754 F.3d 952, 961 (Fed. Cir. 2014), 

cert. denied 135 S. Ct. 956 (mem.); accord Insite 

Vision Inc. v. Sandoz, Inc., 783 F.3d 853, 858 (Fed. 

Cir. 2015); Tyco Healthcare Grp. LP v. Ethicon Endo-

Surgery, Inc., 774 F.3d 968, 974 (Fed. Cir. 2014).  The 

court then reviews the “ultimate legal conclusion” of 

obviousness de novo.  Allergan, 754 F.3d at 961; see 

also MobileMedia Ideas, 780 F.3d at 1167. 

There is no dispute that these are correct 

statements of the law.  Petitioner concedes as much.  

See Pet. 19.  And courts generally apply the same 

standards in reviewing other mixed questions of law 

and fact.  See, e.g., Teva Pharm. USA, Inc. v. Sandoz, 
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Inc., 135 S. Ct. 831, 841 (2015) (patent claim 

construction); Ornelas v. United States, 517 U.S. 690, 

691, 699 (1996) (warrantless search).   

2.  That ought to be the end of the matter.  But 

petitioner purports to identify a few cases in which 

rogue panels “found their own facts based on de novo 

review.”  Pet. 19.  That alleged intra-circuit conflict is 

a phantom. 

Three of the four cases that petitioner cites for 

this proposition expressly stated that they reviewed 

factual findings for substantial evidence or clear 

error.  See, e.g., Galderma Labs., L.P. v. Tolmar, Inc., 

737 F.3d 731, 736 (Fed. Cir. 2013) (reviewing 

“‘district court’s factual findings for clear error’”); 

Boston Sci. Scimed, 554 F.3d at 990 (reviewing jury’s 

“‘underlying findings of fact, whether explicit or 

implicit within the verdict, for substantial 

evidence’”); PharmaStem Therapeutics Inc. v. Viacell, 

Inc., 491 F.3d 1342, 1360 (Fed. Cir. 2007) 

(determining “whether substantial evidence supports 

the verdict”).  Each case is consistent not only with 

“the letter” of controlling precedent but also with the 

deferential standard of review that petitioner itself 

advocates.  Pet. 20.   

The reason why the fourth case does not cite the 

substantial-evidence standard is that there were no 

factual findings to review.  In Soverain Software LLC 

v. Newegg Inc., the district court granted judgment 

as a matter of law of non-obviousness prior to the 

verdict.  705 F.3d 1333, 1336–37 (Fed. Cir. 2013), 

cert. denied 134 S. Ct. 910 (mem.).  Thus, there was 

no jury verdict, and the district court made no 

findings.  On appeal, the court of appeals applied the 
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standards generally applicable to motions for 

judgment as a matter of law and reversed.  See id. at 

1337 (citing Fed. R. Civ. P. 50).  The Court recently 

denied certiorari in that case on this very point—a 

fact petitioner fails to mention.  See Pet. for Writ of 

Certiorari at 16, Soverain Software LLC v. Newegg 

Inc., 134 S. Ct. 910 (mem.) (2014) (No. 13-477), 2013 

WL 5652556. 

Petitioner grouses that “[t]he Federal Circuit has 

not recognized” any conflict on the standard of 

review.  Pet. 19.  That is because there is no conflict.  

Neither petitioner nor its amici cite a single case 

articulating a conflicting standard of review in over 

60 pages of briefing.  Amicus Curiae i4i Limited 

Partnership’s assertion that “the Federal Circuit has 

now assumed for itself plenary control over all 

aspects of obviousness” goes well beyond hyperbole.  

i4i Br. 6. 

Petitioner notes that this Court once, thirty 

years ago, vacated a Federal Circuit decision that did 

not “explicitly apply the clearly-erroneous standard.”  

Dennison Mfg. Co. v. Panduit Corp., 475 U.S. 809, 

811 (1986) (per curiam); Pet. 16.  The court of appeals 

explicitly applied that standard on remand in that 

case, see Panduit Corp. v. Dennison Mfg. Co., 810 

F.2d 1561, 1569 (Fed. Cir. 1987), and has since done 

so in the very cases cited by petitioner, as discussed 

above.  

Without citation, petitioner asserts that, in this 

case, the court of appeals “explicitly rejected the 

applicability of the ‘substantial evidence’ standard.”  

Pet. 3; see also id. at 29 (“per curiam held the 

substantial evidence standard did not constrain its 
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review”).  Not so.  Under the heading “Standard of 

Review,” the court of appeals stated that obviousness 

“is a question of law and is reviewed de novo,” listed 

“[t]he factual findings underlying an obviousness 

determination,” Pet. App. 8a–9a (citing Graham, 383 

U.S. at 17–18), and cited two precedential cases 

holding that factual findings underlying obviousness 

are reviewed for substantial evidence, Pet. App. 8a 

(citing Procter & Gamble Co. v. Teva Pharm. USA, 

Inc., 566 F.3d 989, 993 (Fed. Cir. 2009)); 

PharmaStem, 491 F.3d at 1359.  Because the parties 

had agreed that substantial-evidence review applied 

to any factual findings, see Appellants C.A. Br. 21; 

Cross-Appellant C.A. Br. 40, and the law was well 

settled to that effect, the court had no need to 

address that question more specifically, or to quote 

the words “substantial evidence,” in its unpublished 

disposition.  

3.  Having failed to demonstrate even an intra-

circuit conflict, petitioner retreats to the ambiguous 

assertion that the Federal Circuit has not “define[d] 

the circumstances under which the factual findings” 

underlying “obviousness are sufficiently intertwined 

with the ultimate legal question to justify the 

application of de novo review.”  Pet. 12.  As explained 

above, the Federal Circuit has been clear that all 

underlying factual determinations are reviewed 

deferentially, while the ultimate determination of 

obviousness is reviewed de novo.   

Petitioner never explains how courts should 

further “define” those “circumstances,” other than 

noting its disagreement with the outcomes of some 

cases.  See Pet. 12–13.  Of course, case-specific 
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application of the standard of review and the 

substantive standard for obviousness announced in 

KSR will lead to different results in different cases 

(i.e., some patent claims are obvious, others are not).  

But that does not mean that the standard of 

appellate review is unclear, only that the ultimate 

determination of obviousness is a flexible and case-

specific one, as this Court stressed in KSR.  550 U.S. 

at 415–16. 

Petitioner argues that the Federal Circuit has 

over-read KSR as a means “to reverse jury findings 

relating to obviousness.”  Pet. 20.  Again, not so.  The 

cases cited by petitioner expressly reviewed factual 

findings for substantial evidence.  See, e.g., W. Union 

Co. v. MoneyGram Payment Sys., Inc., 626 F.3d 1361, 

1369–71 (Fed. Cir. 2010) (reviewing “jury’s 

determination of underlying fact for substantial 

evidence”); InTouch Techs., Inc. v. VGO Commc’ns, 

Inc., 751 F.3d 1327, 1339 (Fed. Cir. 2014) (leaving 

jury’s “presumed findings undisturbed if they are 

supported by substantial evidence” (internal 

quotation marks omitted)); Inventio AG v. Otis 

Elevator Co., 497 F. A’ppx 37, 40 (Fed. Cir. 2012) 

(reviewing “jury’s implicit factual findings for 

substantial evidence”).   

Petitioner appears to believe that the court of 

appeals must have misapplied the standard of 

appellate review in those cases because it reversed 

determinations of non-obviousness.  Obviously, that 

does not follow.  Even when a question on appeal is 

purely factual, courts can and do reverse when there 

is insufficient evidence to support the fact finding.  

And as this Court has emphasized, factual findings 
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are “not the end of the issue” for obviousness because 

the ultimate question of obviousness is one of law.  

KSR, 550 U.S. at 427.  In KSR itself, this Court held, 

on summary judgment, that patent claims were 

obvious as a matter of law. 

II. This Case Is A Poor Vehicle. 

The Federal Circuit’s decision, which is 

unpublished and non-precedential, does not implicate 

petitioner’s alleged conflict.  As discussed above, the 

court of appeals’ articulation of the standard of 

review is fully consistent with the standard that 

petitioner itself advocates.  As a result, the petition 

boils down to a fact-bound request for error 

correction.  That is not a proper basis for certiorari, 

and there is no error in any event. 

1.  The court of appeals carefully distinguished 

fact from law and based its conclusion on legal 

determinations.  In a separate section devoted to the 

jury’s findings, the court acknowledged that “the jury 

made underlying determinations as to the differences 

between the asserted claims and the prior art.”  Pet. 

App. 18a.  The Federal Circuit then held that “it 

would have been obvious to one skilled in the art to 

bridge” certain differences found by the jury.  Id.  The 

court expressly rendered that legal conclusion “in 

light of [the] jury’s findings of fact.”  Pet. App. 18a–

19a (quoting Boston Sci. Scimed, 554 F.3d at 990). 

Petitioner and its amici are far less careful.  

Petitioner declares that the jury found “patentable 

differences between the claimed invention and prior 

art.”  Pet. 29 (emphasis added); see also Boston 

Patent Law Ass’n Amicus Curiae Br. 2 (“jury 
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explicitly found” patents not obvious) (“BPLA Br.”).  

That is false.  Although the jury found that the 

claimed invention differed from the prior art, “[t]hat 

is not the end of the issue.”  KSR, 550 U.S. at 427.  

Determining whether the difference is patentable—

i.e., non-obvious—is a legal question for the court 

that was not submitted to the jury.  See id.  That is 

why the court of appeals rejected petitioner’s 

spurious assertion that “the only question is whether 

substantial evidence supports the jury’s findings.”  

Pet. App. 17a (emphasis added).   

2.  Because the court of appeals’ decision is 

correct even under the jury’s view of the facts, the 

standard of appellate review is irrelevant. 

a.  As discussed above, the claimed invention 

covers a search engine that combines content-based 

filtering with collaborative filtering.  See pp. 4–5, 

supra; see also Pet. 6.  Both techniques were well 

known at the time of the claimed invention, and 

petitioner “does not dispute that the prior art 

disclosed hybrid content-based and collaborative 

filtering.”  Pet. App. 11a.  At least three prior art 

references expressly combined these two 

“complementary techniques” to produce “a powerful 

information filtering technique” long before the 

patents at issue here.  Pet. App. 9a–10a. 

The court of appeals correctly held that this 

undisputed evidence rendered the patents obvious as 

a matter of law.  As this Court has long held, a 

“patent [that] simply arranges old elements with 

each performing the same function it had been 

known to perform” is not patentable.  Sakraida, 425 

U.S. at 282; accord KSR, 550 U.S. at 417.  Indeed, a 
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patent “for a combination which only unites old 

elements with no change in their respective 

functions, such as is presented here, obviously 

withdraws what already is known into the field of its 

monopoly and diminishes the resources available to 

skillful men.”  Great Atl. & Pac. Tea Co. v. 

Supermarket Equip. Corp., 340 U.S. 147, 152–53 

(1950).  This analysis is so clear that one of 

petitioner’s amici does not take a position on the 

obviousness of the asserted patent claims.  BPLA Br. 

1 n.2. 

The jury’s interrogatory responses do not call for 

a different result.  The jury agreed with petitioner 

that the prior art references did not use the search 

query for purposes of filtering.  See Pet. App. 54a–

55a, 57a–58a; see also p. 7, supra.  As the court of 

appeals explained, however, the jury did not 

determine whether that minor difference between the 

patent and the prior art was a non-obvious 

difference.  

It is not.  The patent specification admits that 

using the query for filtering “was a ‘conventional’ 

technique.”  Pet. App. 11a.  The addition of 

conventional elements cannot render an otherwise 

obvious invention non-obvious.  Such a “gap . . . is 

simply not so great as to render the system 

nonobvious to one reasonably skilled in the art.”  

Dann v. Johnston, 425 U.S. 219, 230 (1976).  And as 

the court of appeals held, petitioner is bound by 

admissions in the specification and “cannot now 

evade invalidity by arguing that integrating the 

query into the filtering process was a non-obvious 

departure from prior art.”  Pet. App. 11a.  Petitioner 
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does not challenge that legal conclusion.  See 

PharmaStem, 491 F.3d at 1362; Constant v. Adv. 

Micro-Devices, Inc., 848 F.2d 1560, 1570 (Fed. Cir. 

1988). 

For those reasons alone, the court of appeals’ 

holding of obviousness is correct regardless of the 

standard of review.  Petitioner does not challenge 

them, nor did the dissent.  See Pet. App. 32a–41a 

(Chen, J., dissenting). 

b.  Petitioner focuses on two alternative, 

independent grounds in the decision.  See pp. 9–10, 

supra.  But this Court reviews judgments, not 

statements in opinions.  See, e.g., Phillips Petroleum 

Co. v. Shutts, 472 U.S. 797, 823 (1985) (Stevens, J., 

concurring in part and dissenting in part).  

Petitioner’s challenge to these additional bases for 

the court of appeals’ decision has no bearing on the 

result in this case.  And petitioner’s fact-bound 

objections are wrong in any event.  

First, the court of appeals reasoned, as a legal 

matter, that “retaining the query for use in filtering 

combined content and collaborative data was 

‘entirely predictable and grounded in common sense’” 

“[b]ecause the query was readily available and closely 

correlated to the overall relevance of the search 

results.”  Pet. App. 16a.  Again, the facts are 

undisputed.  Petitioner concedes that the search 

query was available to the Rose, WebHound, and Fab 

systems because those systems used the query to 

gather results.  Cross-Appellant C.A. Br. 6–7.  It also 

agrees that systems commonly used the search query 

for filtering.  Id.  In view of these facts, the court 

correctly concluded as a legal matter that it would 
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have been obvious to use the search query to filter 

search results in a search engine—just as 

conventional search engines always had.  Any other 

conclusion would blink reality.   

Petitioner mistakenly characterizes this 

reasoning as an impermissible finding of fact, on the 

ground that the district court made a “presumed 

finding,” entitled to “clear error” review, that 

“common sense did not bridge the gap between the 

prior art and the patents-in-suit.”  Pet. 24.  But 

determining whether the difference between the 

claimed invention and the prior art confers 

patentability is the ultimate legal question.  See, e.g., 

Dann, 425 U.S. at 230.  That is why the Court in 

KSR applied obviousness principles, on summary 

judgment, “to the instant facts” without remanding 

for trial.  550 U.S. at 422.  Petitioner’s approach 

would convert the legal question into a factual 

inquiry, contrary to Graham and KSR, and 

“effectively bar[] de novo review of the” legal question 

of obviousness.  United States v. Bassignani, 575 

F.3d 879, 887 (9th Cir. 2009).   

Petitioner insists that, under KSR, courts should 

never employ common sense in determining whether 

it would have been obvious to bridge a gap between 

the prior art and the claimed invention.  Pet. 13.  

That contention is outside the scope of the question 

presented because it relates to the substantive 

standard for obviousness, not the standard of 

appellate review.  And it makes no sense.  The whole 

point of KSR was to restore the “expansive and 

flexible approach” to obviousness reflected in this 

Court’s precedents, not to foreclose meaningful court 
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review.  550 U.S. at 415.  Indeed, KSR squarely held 

that “a court can take account of the inferences and 

creative steps that a person of ordinary skill in the 

art would employ.”  Id. at 418 (emphasis added).  

Absent a material dispute of fact concerning, for 

example, the skill level of an ordinary artisan, it was 

entirely appropriate for the court of appeals to hold 

the patents obvious as a matter of law based on the 

flexible KSR analysis.  Id. at 427. 

Second, the court of appeals separately explained 

that the Culliss patent “plainly discloses using 

combined content and collaborative data when 

analyzing information for relevance to a user’s search 

query.”  Pet. App. 12a.  In that one respect, the court 

of appeals did reject a jury finding, but it did not do 

so under an improper standard of review.  The court 

nowhere stated that it reviewed fact findings de novo.  

Instead, the court quoted several passages from 

Culliss demonstrating that Culliss “plainly” disclosed 

content analysis and filtering for relevance to a 

query.  Id.  Culliss states, for example, that its 

system uses scores based on content and 

collaborative data “in subsequent searches to 

organize the articles that match a search query.”  

C.A. App. 5521 (emphasis added).  Even under the 

substantial evidence standard, a jury is not free to 

disregard the plain language of a prior art reference.  

See PharmaStem, 491 F.3d at 1361.
1
 

                                            
1
 Petitioner claims that “the per curiam relied on the Culliss 

reference sua sponte.”  Pet. 24.  In fact, the special verdict form 

asked the jury to opine on Culliss as an obviousness reference.  
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3.  To the extent that petitioner objects to the 

court of appeals’ analysis of secondary 

considerations, its objection rings hollow.  See Pet. 

29.  Secondary considerations cannot “dislodge” a 

strong prima facie case of obviousness.  KSR, 550 

U.S. at 426.  Moreover, some of the jury’s findings on 

secondary considerations supported a conclusion of 

obviousness, and other findings were inconsistent 

with one another.  See Pet. App. 17a–18a; see also pp. 

7–8, supra.  In the end, the unusual special verdict 

form in this case—on which the jury opined only on 

specific underlying factual questions, giving some 

answers that support obviousness, some that support 

non-obviousness, and some that are clearly 

inconsistent with one another—serves only to 

underscore that this case would provide a poor 

vehicle for considering the standard of review even if 

there were any disagreement about that standard.   

III. This Case Does Not Implicate An Important 

Question. 

Petitioner briefly argues that the question 

presented is important.  See Pet. 27–28.  But it told 

the court of appeals that this appeal does not raise 

any “significant, complex, unique or precedent-

setting” issues.  C.A. Dkt. No. 23, at 6.  It 

characterized the validity issues as “typically party- 

                                                                                          
See C.A. App. 3164–65 (trial); id. at 4170–71 (jury 

interrogatories).  On appeal, respondents argued that Culliss 

anticipated the patents as a matter of law.  See, e.g., Appellants 

C.A. Br.  45–49.  “[A]nticipation is the epitome of obviousness.”  

Johns Hopkins Univ. v. CellPro, Inc., 152 F.3d 1342, 1357 n.21 

(Fed. Cir. 1998) (internal quotation marks omitted).  
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and patent-specific” and “not likely to impact 

numerous future cases.”  Id.  The Federal Circuit’s 

designation of its decision as non-precedential shows 

that it agreed with petitioner about that much. 

This Court, too, has recently denied at least 

three similar petitions.  See Soverain Software LLC 

v. Newegg Inc., 134 S. Ct. 910 (mem.); Hoffman La 

Roche v. Apotex, 135 S. Ct. 878 (mem.); Allergan, Inc. 

v. Apotex, Inc., 135 S. Ct. 956 (mem.).  The Court 

denied two of those petitions without even calling for 

responses.  See Hoffman La Roche, 135 S. Ct. 878 

(mem.); Allergan, 135 S. Ct. 956 (mem.).  There is no 

reason for a different outcome here.   

Petitioner notes that the Federal Circuit’s 

reversal rate in obviousness cases climbed after this 

Court’s decision in KSR.  See Pet. 5, 28.  The reason 

lies in KSR’s alteration of the substantive standard 

for obviousness.  This Court rejected the rigid 

“teaching, suggestion, or motivation” test, 550 U.S. at 

418–19, which had been a significant bar to proving 

obviousness.  Because KSR made it easier to 

demonstrate obviousness, it would have been 

exceedingly odd if KSR had not changed the status 

quo.   

Petitioner’s attack on KSR’s strengthening of the 

non-obviousness requirement just goes to show that 

petitioner and its amici are trying to use the 

standard of review as a backdoor way to weaken the 

substantive standard for obviousness.  Indeed, 

amicus BPLA spends as much time “criticizing 

patent reform legislation currently pending in 

Congress” as it does addressing this case.  BPLA Br. 

3; see also id. at 9–12.  And amicus i4i adds an 
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extended ode to the patent system with a plea to 

water down patentability standards.  See i4i Br. 2, 4, 

13–19.  To the extent amici hope to “strengthen 

patents,” BPLA Br. 1, 11, the appropriate audience is 

Congress. 

Moreover, the fact that “the Federal Circuit has 

clearly heeded the Supreme Court’s call for a higher 

standard of patentability” is a virtue, not a vice.  

Jennifer Nock & Sreekar Gadde, Raising the Bar for 

Nonobviousness: An Empirical Study of Federal 

Circuit Case Law Following KSR, 20 Fed. Cir. B.J. 

369, 408 (2011).  Granting exclusive rights for 

minimal, obvious changes in the art would “stifle, 

rather than promote, the progress of useful arts.”  

KSR, 550 U.S. at 427.  Weeding out invalid patents 

and improving patent quality is a good thing.  That is 

why this Court has stressed the “need for caution in 

granting a patent based on the combination of 

elements found in the prior art,” such as the patents 

in this case.  Id. at 415. 

IV. There Is No Reason To Grant, Vacate, And 

Remand In Light Of Teva. 

The Court should reject petitioner’s alternative 

request to grant, vacate, and remand in light of Teva 

Pharmaceuticals USA v. Sandoz, Inc.  First and 

foremost, Teva addressed the standard of review for 

patent claim construction, not obviousness.  Second, 

Teva held that, because claim construction is a mixed 

question of law and fact, courts should review 

underlying factual findings deferentially and the 

ultimate legal conclusion de novo.  See 135 S. Ct. at 

838.  As discussed above, that is exactly what the 

Federal  Circuit has uniformly done in obviousness 
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cases.  See pp. 13–17, supra.  For that reason, the 

Federal Circuit has confirmed that, after Teva, it is 

applying the same standard “[i]n reviewing questions 

of claim construction and obviousness.”  Cadence 

Pharm. Inc. v. Exela PharmSci Inc., 780 F.3d 1364, 

1368 (Fed. Cir. 2015).  Remanding so that the court 

of appeals could re-apply the same standard of 

review a second time would serve no purpose at all. 
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CONCLUSION 

The Court should deny the petition. 

Respectfully submitted. 
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