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CORPORATE DISCLOSURE STATEMENT 
The Rule 29.6 statement included in the petition 

for a writ of certiorari (at ii) remains accurate. 
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INTRODUCTION 
The state of confusion regarding the question 

presented is as manifest in Respondents’ Brief in 
Opposition as it was in the per curiam decision 
below. Reading both, one would not know that the 
jury explicitly rejected a finding that there were “no 
patentable differences between the scope of the 
claimed invention and what was known in the prior 
art at the time,” Pet. App. 58a, or that the jury made 
explicit findings that each of the prior art references 
failed to disclose key elements of the claimed 
invention, see id. at 55a, 58a.  

Even Respondents’ charitable reconstruction of 
the opinion fails to explain why the decision bears 
none of the hallmark characteristics of deferential 
appellate review. Only by ignoring those traditional 
guideposts—an option invited by a chain of Federal 
Circuit precedents that have expansively misapplied 
the general principle that obviousness is ultimately a 
question of law—could two appellate judges so 
cavalierly apply a “common sense” understanding of 
the prior art that was considered and rejected by 
eight different patent examiners, a jury and district 
court judge who witnessed the twelve-day trial, and a 
dissenting judge on appeal. 

The question presented is recurring, important, 
and outcome determinative to this case. The petition 
should be granted. 
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I. THE ABSENCE OF OBJECTIVE PRINCIPLES 
GUIDING APPELLATE REVIEW OF FACTUAL 
FINDINGS UNDERLYING OBVIOUSNESS 
DETERMINATIONS HAS RESULTED IN AN 
INTRACIRCUIT CONFLICT 

The parties agree that obviousness is a mixed 
question of law and fact where the ultimate legal 
decision is reviewed de novo and the factual 
determinations underlying that legal finding are 
reviewed deferentially. But Respondents fail to 
comprehend the limited utility of that basic 
understanding. The Federal Circuit has failed to 
offer any guidance, let alone clear rules, to clarify 
whether deferential or de novo review applies to jury 
findings that are complex and closely intertwined 
with, or dispositive of, the underlying legal question 
of obviousness. Cf. Teva Pharms. USA, Inc. v. 
Sandoz, Inc., 135 S. Ct. 831, 840-42 (2015). 

a. The case law reveals a genuine 
intracircuit split of authority. 

Respondents miss the point by insisting that 
there is no split because the Federal Circuit 
generally identifies the correct standard of review for 
obviousness. See Br. in Opp. 12-16. It is of no 
moment that most panels of the Federal Circuit 
literally state the same standard of review. Absent 
clear principles guiding the application of that 
standard, panels interpret and apply it differently, 
resulting in incompatible approaches regarding 
where factual findings end and legal conclusions 
begin. 

Respondents tellingly rest on a string of citations 
to statements of the standard of review. See Br. in 
Opp. 12, 16. As the petition explained, the 
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intracircuit conflict arises from the lack of principles 
guiding application of the standard. Pet. 19-20. 
Following rote repetition of the standard, the Federal 
Circuit often cites the expansive principle that 
obviousness is a question of law in a manner that 
allows it to resolve factual disputes de novo. For 
example, in Galderma Labs., L.P. v. Tolmar, Inc., the 
majority avoided the trial judge’s careful findings 
regarding unexpected results by concocting new legal 
rules. 737 F.3d 731, 739 (Fed. Cir. 2013). Likewise, in 
PharmaStem Therapeutics, Inc. v. ViaCell, Inc., the 
panel largely avoided substantial-evidence analysis 
by holding that the jury had to credit an alleged 
admission in the specification rather than the 
extensive expert testimony. 491 F.3d 1342, 1361-64 
(Fed. Cir. 2007). 

The conflict is further evidenced by the persistent 
refusal of some panels, such as the per curiam below, 
to engage with the factual findings they overturn. In 
this case, the per curiam never explained why the 
jury’s express findings1 were unsupported by 
substantial evidence; rather, it first offered its own 
view of the evidence, and only mentioned the jury’s 
findings as an afterthought. See Pet. App. 9a-14a 
(declaring that no reasonable jury could find the 
combination of profile- and query-based search 
nonobvious then analyzing evidence without 

                                            
1 Respondents agree that appellate panels are obliged to 

review both explicit and implicit factual findings for substantial 
evidence, Br. in Opp. 12, but the per curiam never analyzed 
what factual findings were implied by the special verdict. 
Compare Pet. App. 17a-18a, with Jurgens v. McKasy, 927 F.2d 
1552, 1557 (Fed. Cir. 1991) (holding that jury’s obviousness 
determination may be reversed only if presumed and express 
findings were unsupported by substantial evidence). 
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reference to jury findings); id. at 12a n.6, 13a 
(crediting Respondents’ rather than Petitioner’s 
expert without mention of whether jury reasonably 
could find otherwise). 

The per curiam’s approach is incompatible with 
the standard of review applied by panels on the other 
side of the split. Most recently, in Circuit Check Inc. 
v. QXQ Inc., the court rightly began its review of the 
evidence supporting an obviousness determination 
with the assumption that the jury resolved all factual 
disputes in favor of the verdict winner, and held that 
all express and presumed findings must be left 
“undisturbed if they are supported by substantial 
evidence.” No. 2015-1155, 2015 WL 4603797, at *3-4 
(Fed. Cir. July 28, 2015) (quoting Jurgens v. McKasy, 
927 F.2d 1552, 1557 (Fed. Cir. 1991)). See also 
Galderma, 737 F.3d at 742-748 (Newman, J., 
dissenting) (analyzing evidence presented at trial 
and concluding that trial judge’s detailed findings 
were not clearly erroneous); Princeton Biochemicals, 
Inc. v. Beckman Coulter, Inc., 411 F.3d 1332, 1338 
(Fed. Cir. 2005) (examining evidence and finding 
verdict unsupported by substantial evidence because 
patentee offered no rebuttal of credible testimony on 
motivation to combine); Pet. App. 36a n.1 (Chen, J., 
dissenting). 

In sum, the Federal Circuit’s general agreement 
on how to state the standard of review for 
obviousness cannot obscure the intracircuit conflict 
regarding the principles for applying that standard. 
Some panels properly begin with the evidence 
supporting the jury’s findings. See, e.g., Circuit 
Check, 2015 WL 4603797, at *3-4. Others, like the 
per curiam below, begin with their own reading of 
the prior art and the patents-in-suit, examine the 
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evidence contrary to the jury verdict, and test the 
jury’s factual findings for consistency with the 
panel’s own view of the evidence. See Pet. App. 9a-
14a. Review in this Court is necessary to ensure that 
the Federal Circuit applies clear and consistent 
principles when reviewing factual findings 
underlying obviousness determinations. 

b. The Federal Circuit’s application of 
“common sense” invites 
inappropriate appellate fact-
finding. 

Respondents fail to rebut the petition’s showing 
that the Federal Circuit has misinterpreted the 
“common sense” inquiry described in KSR Int’l Co. v. 
Teleflex Inc., 550 U.S. 398 (2007), to be a legal 
question subject to de novo review. Again, 
Respondents rest on (mischaracterized) citations to 
the standard-of-review sections of various opinions. 
Br. in Opp. 16. Apart from those citations, 
Respondents do not contest that various panels have 
invoked KSR’s “common sense” inquiry to recast 
factual determinations as de novo legal questions. 
See Pet. 20-23. 

KSR admonished the Federal Circuit not to 
second-guess factfinders’ determinations underlying 
obviousness, specifically in the context of whether 
there was motivation to combine prior art references. 
See KSR, 550 U.S. at 415, 421-22. Yet the majority 
below, following other panels before it, turned KSR 
on its head by holding that an appellate panel may 
wield common sense as a de novo legal inquiry, 
allowing it to reject the jury’s key findings without 
analyzing any of the evidence supporting them. See 
Pet. App. 15a-17a. Only after embracing its own 
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interpretation of the prior art, its own view of 
Respondents’ expert testimony, and its own notion of 
what common sense required, did the per curiam 
even mention the jury’s factual findings. Id. at 17a-
18a. The per curiam is no outlier. Other panels have 
similarly arrogated the power to disregard factual 
findings by invoking “common sense.” See Pet. 21-22 
(collecting cases). This interpretation of KSR is part 
and parcel of the Federal Circuit’s habit of expanding 
the legal conclusion of obviousness to encompass any 
underlying facts inconsistent with the panel’s 
subjective view of the claimed invention. 

II. THIS CASE PRESENTS AN APPROPRIATE 
VEHICLE TO ADDRESS AN IMPORTANT AND 
RECURRING LEGAL QUESTION 
a. The per curiam’s incorrect 

obviousness determination 
warrants review. 

Respondents devote a significant portion of their 
Opposition to reciting the same evidence that they 
unsuccessfully presented to the jury. But the 
importance of the question presented does not turn 
on whether the Federal Circuit properly weighed 
Respondents’ evidence. Rather, both Respondents’ 
opposition and the opinion below highlight the 
desultory nature of the Federal Circuit’s standard of 
review. It should, after all, be axiomatic that a jury’s 
findings are not clearly erroneous simply because the 
reviewing court would have concluded otherwise. 
E.g., Anderson v. City of Bessemer City, 470 U.S. 564, 
573 (1985). 

Any fair reading of the record reveals why 
Respondents are wrong on the law and the facts. 
Like the per curiam, Respondents neither 
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acknowledge nor address the evidence that a 
reasonable jury could have credited in support of the 
findings that the actual jury made. Petitioner’s 
expert at trial, Dr. Jaime Carbonell, the Allen Newell 
Professor of Computer Science at Carnegie Mellon 
University, testified that the researchers who 
developed the two technologies combined by the 
claimed invention—profile-based filtering systems 
and content-based systems—operated in separate 
“camps,” with “no deep knowledge” about one 
another. C.A. App. 3693:5, C.A. App. 3693:6-8. Dr. 
Carbonell testified that one of ordinary skill in the 
art “certainly did not have the skill in all of the 
different art[s] that would have been required to 
perform that combination and to have invented the 
missing elements in the claims.” C.A. App. 3739:19-
25. Indeed, Dr. Carbonell testified that “I myself 
tried and did not succeed” in creating the claimed 
invention. C.A. App. 3743:10-14. Absent from the per 
curiam is any explanation why no reasonable jury 
could have decided that Dr. Carbonell’s testimony 
was more credible than the testimony of 
Respondents’ expert. 

Respondents implausibly claim that the Rose, 
WebHound, and Fab references would have rendered 
the invention obvious because they used the search 
query to gather results. Br. in Opp. 9, 20. The jury 
explicitly rejected that reading of the prior art, 
finding that the references did not disclose a tightly 
integrated search system that filtered information 
relevant to the user’s query. Pet. App. 55a, 58a; see 
also id. at 34a (Chen, J., dissenting) (“The query in 
these systems was used only to obtain the initial 
results, it played no role in subsequent filtering on 
the collaborative side.”).  
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As to the Culliss reference, Br. in Opp. 9, the per 
curiam ignored the jury’s finding that Culliss “lack[s] 
any content analysis and filtering for relevance to 
the query.” Pet. App. 54a, 57a-58a. And 
notwithstanding its begrudging acknowledgment of 
expert testimony that did support the jury’s reading 
of Culliss, the panel cavalierly dismissed that 
testimony as “potentially” incorrect based upon its 
own interpretation of the references. Id. at 12a n.6. It 
should go without saying that a jury’s decision to 
credit expert testimony is entitled to respect, even 
where two appellate judges later conclude that an 
argument advanced within that testimony is 
“potentially” incorrect. As Judge Chen explained, 
“’[i]n the face of conflicting testimony about what 
Culliss disclosed, the jury was free to credit the 
opinion of [Petitioner’s] expert.” Id. at 36a n.1.2 

Respondents retreat to the position that the 
standard of review is irrelevant because the jury 
“never determined whether it would have been 
obvious to one skilled in the art to bridge any 
differences between the prior art and the claimed 
invention.” Pet. App. 18a; see also Br. in Opp. 17. 
That misstates the record. Respondents concede, as 
they must, that the jury found that “[n]o prior art 
applies” and that the prior art did not disclose 
important elements of the claimed invention. Pet. 
App. 54a-55a, 57a-58a. But more importantly, the 

                                            
2 Respondents do not dispute that they never raised Culliss 

as a “stand alone” obviousness reference on appeal. Thus, they 
did not even address the “bridge the gap” obviousness theory on 
which the per curiam relied. To be sure, Respondents did raise 
Culliss as an anticipation reference, Br. in Opp. 23, n.1, but the 
jury made fourteen separate findings that the patents-in-suit 
were not anticipated, Pet. App. 52a-54a. 
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jury was presented with, but rejected, a finding that 
“[t]here are no patentable differences between the 
scope of the claimed invention and what was known 
in the prior art.” Id. at 55a, 58a (emphasis added). 
This suggests the jury credited Dr. Carbonell’s 
testimony that combining the query with 
collaborative-based filtering was not obvious. 

To be sure, the ultimate question of patentability 
resides with the judge, but Respondents are wrong to 
suggest, Br. in Opp. 17-19, that the law does not 
allow juries to decide whether a skilled artisan would 
have known to combine separate techniques that 
existed in prior art references. Under KSR, that 
question is factual, not legal, 550 U.S. at 421-22, and 
juries can and do decide it. See McGinley v. Franklin 
Sports, Inc., 262 F.3d 1339, 1350-52 (Fed. Cir. 2001) 
(“Whether a motivation to combine prior art 
references has been demonstrated is a question of 
fact.”); InTouch Techs., Inc. v. VGO Commc’ns, Inc., 
751 F.3d 1327, 1352 (Fed. Cir. 2014) (same). Here, 
Petitioner vigorously disputed “whether the prior art 
taught the query’s ‘overall relevance’ to collaborative 
filtering” at trial. Id. at 39a. Thus, Respondents are 
flatly wrong that the facts on appeal were 
undisputed. Contra Br. in Opp. 12. 

Equally meritless is Respondents’ claim, Br. in 
Opp. 18-19, that any gap between the prior art and 
the claimed invention was not patentable as a matter 
of law. “The genius of invention is often a 
combination of known elements which in hindsight 
seems preordained.” McGinley, 262 F.3d at 1351. 
Here, “[w]hat was claimed was the combination of 
elements of two evolving systems in the field of 
information science, not a combination of a known 
process and a web browser.” Pet. App. 40a (Chen, J., 
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dissenting). Furthermore, given the procedural 
posture on appeal, it was not Petitioner’s burden to 
prove that the gap between the prior art and the 
claimed invention was patentable—it was 
Respondents’ burden to “identify a non-circular 
reason” why a skilled artisan would have known to 
combine the query with collaborative filtering. Ibid. 
The per curiam’s distortion of the standard of review 
effectively reversed the applicable burden, and made 
inevitable the “hindsight invalidation of patent 
claims.” McGinley, 262 F.3d at 1351. 

b. The misapplication of the standard 
of review was outcome 
determinative. 

The per curiam could not have reached the same 
result under an appropriately-cabined standard of 
review because substantial evidence supported the 
jury’s findings. Respondents do not refute that the 
majority expressly stated that its review was not 
limited to a substantial-evidence inquiry. Pet. App. 
17a. Further, substantial-evidence review required 
the per curiam to consider “evidence that both 
justifies and detracts from the [jury’s] decision,” 
draw “all reasonable inferences in favor of the 
prevailing party . . . and not make credibility 
determinations or substitute [its] view of the 
conflicting evidence for that of the jury.” Akamai 
Tech. v. Cable & Wireless Internet Servs., 344 F.3d 
1186, 1192 (Fed. Cir. 2003). In every respect, the per 
curiam did the opposite: it examined only 
Respondents’ evidence, drew all inferences in 
Respondents’ favor, made its own credibility 
determinations, and substituted its view of 
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conflicting evidence for the jury’s. Compare Pet. App. 
12a-13a, 15a-17a, with id. at 54a-55a, 57a-58a. 

Separately, Respondents ape the per curiam in 
contending that the jury’s findings on secondary 
considerations were a “mixed bag,” Br. in Opp. 7, 23,3 
but even Respondents do not attempt to defend the 
panel’s use of these minor inconsistencies as license 
to disregard the jury’s primary factual findings. As 
Respondents admit, secondary considerations “are 
relevant only in a close case where all other proof 
leaves the question of invention in doubt.” Dow 
Chemical Co. v. Halliburton Oil Well Cementing Co., 
324 U.S. 320, 330 (1945). That the per curiam made 
no effort to “reconcile the jury’s findings,” Gallick v. 
Baltimore & Ohio R. Co., 372 U.S. 108 (1963), and 
instead discarded them based upon a perceived 
inconsistency, only underscores the breadth of review 
permitted by the Federal Circuit. 

c. The question presented is 
important and recurring. 

Nearly every patent suit includes a claim that the 
patent-in-suit is invalid as obvious and, as was true 
in this case, the standard of review is often outcome 
determinative. Yet despite the frequency with which 
the question arises, there is confusion as to who 
decides, and in what sequence, what constitutes a 
patentable difference in the prior art. Continued 
uncertainty will yield lengthy and inefficient 
litigation, as every losing party will hope that it, too, 
can find two appellate judges who see the record 

                                            
3 Respondents identify only two (of fourteen) findings on 

secondary considerations that could be read to support a finding 
of obviousness.  
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differently than the constitutionally-charged finders 
of fact. 

Respondents misleadingly note that Petitioner 
told the Federal Circuit that “this appeal does not 
raise any ‘significant, complex, unique or precedent-
setting’ issues.” Br. in Opp. 23. That was true until 
the per curiam decision, which created new appellate 
issues by refusing to apply the substantial-evidence 
standard and elevating common sense from a factual 
inquiry to a de novo legal determination. The fact 
that the per curiam is unpublished does not diminish 
the appropriateness or importance of review. See 
Plumley v. Austin, 135 S.Ct. 828, 831 (2015) 
(Thomas, J., dissenting from denial of certiorari). 
Contra Br. in Opp. 17. 

Finally, Respondents’ observation that this Court 
has denied “at least three similar petitions” over the 
past two terms, Br. in Opp. 24, only underscores the 
importance of review. These cases demonstrate a 
clear pattern of overreaching, which the Federal 
Circuit has refused to correct notwithstanding ample 
opportunity. The question presented is ripe for 
review, and further percolation will only ensure 
additional Federal Circuit judgments displacing the 
traditional deference due to juries with 
unconstrained appellate fact-finding. 

CONCLUSION 
The petition for a writ of certiorari should be 

granted or, in the alternative, this Court should 
grant the petition, vacate the decision below, and 
remand for reconsideration in light of Teva, 135 S. 
Ct. at 831. 
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